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THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 . 1 36(a). In no event, however, may a reply be timely filed , 
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Status 

1 )□ Responsive to communication(s) filed on . 

2a)[3 This action is FINAL. 2b)E3 This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) ^3 Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) IEI Claim(s) 7-25 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 
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The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

Claims 8 and 1 1-25 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. In claim 8 and 24 "agents" should be agent. In 
claim 1 1 "Knoevenagel Reaction adduct is inapt. The formamide based reagent 
undergoes a Knoevenagle type reaction in applicants 1 process. See p. 3, lines 4-6 of the 
specification. Claim 19, line 3 "heat" should be - -heated- In claim 1 1 in the first 
structural formula it is the ethyl ester that is intended. 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 1-25 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Randall etal,US patent 5,703,231 in view of Maurer et al US Patent 4,695,646. The 
instant reaction involves a secondary amino nitrogen, which has a hydrogen attached 
and which is at the end of substituted 3-carbon chain which is attached to a benzene 
ring, nucleophillically attacking an ortho carbon on said a benzene ring, said ortho 
carbon having an ethoxy group attached, to form a quinolone carboxylic acid. A 
silylating agent is used to cause said cyclization. 
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Randall et al discloses the analogous reaction, the only difference being that it is 
disclosed that a leaving group is attached to said ortho carbon. It is then defines said 
leaving group X as any art-recognized leaving group. It specifically discloses some 
typical leaving groups but alkoxy (e.g. methoxy or ethoxy) are not among them. If it 
could be shown that alkoxy was a common leaving group in this general quinolone 
forming cyclization, albeit one in which a cyclizing reagent different than a silylating 
agent were used, then one of ordinary skill would have been motivated to use a 
common alkoxy group like ethoxy as the leaving group of Randall et al. in Randall et al's 
process. 

Maurer et al involves the same type of cyclization of the same type of starting 
material teaches alkoxy as the leaving group. See Formula (I) at col. 1 combined with 
col. 4, line 49 to col. 5, line 28. Note specifically col 5, lines 7-9 where it is stated that the 
cyclization is done in the presence of acid acceptors with elimination of alcohol. Thus it 
is shown that alkoxy is a common leaving group in this quinolone forming cyclization 
and thus one of ordinary skill would have been motivated to use ethoxy as the leaving 
group in the Randall et al process. 

The preliminary steps recited in independent claim 10 are admittedly old. See the 
specification. Performing the ring closure on the mixture of quinolone intermediates in 
claim 11 at p. 24 wherein the first ingredient is the common one as shown by Randall et 
al and the second is an obvious one as shown above would have been obvious. 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Bernard Dentz whose telephone number is 571-272- 
0683. The examiner can normally be reached on Mon-fri from 8AM to 4:30PM. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Jospeh McKane, can be reached on 571 272-0699. The fax phone number 
for the organization where this application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



B. Dentz 
4-2-2004. 




